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BEFORE

THE

TRADEMARK

TRIAL

ANDAPPEALBOARD

IN

THE

UNITED

STATES

PATENTANDTRADEMARKOFFICE

PI-Design

AG,

) Cancellation

No.

92,053,922

)
) Registration

No.:

2,867,434

Petitioner, )
)

vs. ) Mark:

PRESSO

)
)

Presso

UK

Ltd.,

)
)
)

Registrant. )

ANSWER

TO

PETITION

FOR

CANCELLATION

Registrant

Presso

UK

Ltd.,

foritsAnswertothePetitionforCancellationherein,

states

and

alleges

as

follows:

1.

Denies

each

and

everyallegationsetforthinthePetitionexceptthose

allegations

that

are

specifically

admitted,qualified,orotherwiseansweredherein.

2.

Alleges

that

it

iswithoutknowledgeorinformationsufficienttoforma

belief

as

to

the

truthoftheallegationsofparagraphsIand2ofthePetition,andtherefore

denies

the

same.

3.

Admits,

upon

information

andbelief,theallegationsofparagraphs3and4

of

the

Petition.

4.

Admits

the

allegation

ofparagraph5ofthePetition.

5.

Specifically

denies

the

allegationsofparagraph6ofthePetition;

specifically

denies

that

it

madeanymisstatementsoffact;specificallydeniesthatitmade



any

misstatements

of

fact

knowingly,intentionally,orotherwiseinbadfaith;and

specifically

denies

that

any

allegedmisstatementswerematerial.

6.

Admits

the

allegations

ofparagraphs7,7(therearetwoparagraphs

identified

as

"7"),8,9, 10,

11,

12,

13

and14ofthePetition.

7.

As

to

paragraph

15ofthePetition,allegesthatthenewsarticlespeaksfor

itself;

specifically

denies

that

thenewsarticleindicatesthatRegistrant'sespresso-maker

was

"recently

developed."

8.

Alleges

that

the

allegationsofparagraph16ofthePetitionstatea

conclusion

of

law

to

whichnoresponseisrequired.

9.

As

to

paragraph

17ofthePetition,admitsthatBushBrandingand

Marketing

is

one

of

anumberofentitieswithwhichRegistranthas,orhashad,a

commercial

relationship

relative

to

thesaleordistributionofRegistrant'sPRESSO

product

in

the

United

Statessince2003.

10.

Alleges

that

the

Petitionfails,inwholeorinpart,tostateavalidclaimfor

cancellation

on

the

grounds

offraud.

11.

Alleges

that

the

Petitionfails,inwholeorinpart,tostateavalidclaimof

cancellation

on

the

grounds

ofabandonment.

12.

Alleges

that

the

Petitionfails,inwholeorinpart,tostateavalidclaimof

cancellation

on

the

grounds

oftheallegedfameofPetitioner'smark.

13.

Alleges

that,

contrary

toPetitioner'sclaims,Registrantand/orits

authorized

distributors

have

used

themarkPRESSO®continuouslyincommerceinthe

United

States

since

at

leastasearlyas2003.Allegesthatatvariouspointsintimesince

2



2003,

Registrant's

PRESSO®

coffee

makers,accessoriesandpartshavebeensoldand

offered

for

sale

in

theUnitedStatesbythefollowingdistributors:

a.

All-Clad

Metalcrafters

LLC

424

Morganza

Rd.

Canonsburg

PA

15371

b.

SCI

Inc.

2610

Southwest

Seventh

Ave.

Miami

FL

33129

c.

Damoken

LLC

7737

Aberdeen

Ave.

Prairie

Village

KS

66208

True

and

correct

copies

ofinvoicesreflectingasamplingofRegistrant'ssalesofits

PRESSO®

coffee

makers,

accessories

andpartstodistributorsintheUnitedStatessince

2003

are

attached

hereto

asExhibitA.

14.

Alleges

that,

contrary

toPetitioner'sclaims,Registrant'sPRESSO®mark

has

been

actively

promoted

intheUnitedStates,bothinprintandonline,since2003.In

print,

Registrant's

PRESSO®

coffee

makershavebeenpromotedin

ID magazine

(2004),

magazine

(2009),

magazine

(2010)

and

magazine

(2011).

True

and

correct

copies

of

advertisements

fromthosemagazinesfeaturingRegistrant'sPRESSO®

mark

are

attached

hereto

asExhibitB.

15.

Online,

Registrant's

PRESSO®

coffeemakershavebeenthesubjectof

blogs,

reviews,

and

related

commentarybyconsumersintheUnitedStatessinceatleast

as

early

as

2003.

Trueandcorrectcopiesofasamplingofsuchcommentarypostedon

the

website

during

the

years

2003,

2005and2010areattachedheretoas

Exhibit

C.

16.

Alleges

that

the

claimsinthePetitionarebarredbytheequitabledoctrine

of

laches.
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WHEREFORE,

Registrant

respectfully

requests

thatthePetitionbedismissed

with

prejudice,

and

award

Registrantsuchotherreliefasmaybejustandproper.

Dated:

May

25,2011.

GRA

Y

PLANT

MOOTY

MOOTY & BENNETT,

P.A.

Laura

J.

Hein

Attorneys

for

Registrant

P.O.

Box

2906

Minneapolis,

MN

55402

Telephone:

612-632-3097
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CERTIFICATE

OF

SERVICE

I,

Laura

J.

Hein,

certifythatIarrangedforacopyoftheforegoingAnswertoPetitionfor

Cancellation

to

be

served

upon:

Julie

B.

Seyler

Abelman,

Frayne

& Schwab
666

Third

Avenue

New

York,

New

York

10017-5612

by

first-class

mail

on

the25th

day

of

May,

2011.
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